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closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 
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8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 
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1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 
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DETAILED ACTION 

Election/Restrictions 

Claims 7-1 1 , 36 and 40 stand withdrawn from further consideration pursuant to 
37 CFR 1 .142(b), as being drawn to a nonelected invention, there being no allowable 
linking claim. Applicant timely traversed the restriction in the reply filed on 9/28/2007. 

Claim Rejections - 35 USC § 102 

Statute 35 U.S.C. § 102 is the basis for anticipation rejections made herein: 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 46-48 and 51-55 are rejected under 35 U.S.C. § 102(b) as being 
anticipated by Soules (US 6,252,254). 

RE claim 46, Soules discloses a light emitting apparatus (col 3 In 46) comprising: 
a semiconductor light-emitting element (12, col 3ln 47) that emits light with a 
predetermined wavelength (col 3 In 57-61); and 

an external lens (16, col 3 In 49) having a light convergence shape to converge 
light emitted from the light-emitting element, said external lens comprising: 
a recess to house the semiconductor light-emitting element; and 
a phosphor layer portion (14, col 3 In 47-48) that is formed on a surface of the 
recess, the phosphor layer portion including a phosphor to be excited by irradiating light 
emitted from the semiconductor light-emitting element (col 4 In 2-3), wherein the recess 
is closely disposed surrounding the light-emitting element such that the light 
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convergence shape converges light radiated from the phosphor layer portion into a spot 
of light (Soules discloses all structure implied by this apparatus claim, MPEP § 21 14). 

RE claim 47, Soules discloses a light emitting elemental 2) comprises a flip-chip 
type light emitting diode (one of ordinary skill appreciates that Soules shows 
connections on opposite side of emission, which is a "flip chip") that emits light that 
emits light from its light emission surface located opposite side of its mounting surface. 

RE claim 48, Soules discloses the recess is located close to the semiconductor 
light-emitting element along the profile of the semiconductor light-emitting element. 

RE claim 51, Soules discloses the phosphor layer portion is formed on an entire 
surface of the recess. 

RE claim 52, Soules discloses the phosphor layer portion comprises a uniform 
thickness. 

RE claim 53, Soules discloses a horizontal cross section of the recess 
comprises one of a circular shape and a rectangular shape. 

RE claim 54, Soules discloses an electrode (inherent in functioning device), said 
light emitting element being formed on said electrode, and said external lens being 
affixed to said electrode by a sealant (14) formed on said light- emitting element. 

RE claim 55, Soules discloses said external lens comprises: a convex portion 
and a bottom surface which is formed opposite the convex portion and includes said 
recess. 



Application/Control Number: 1 0/791 ,295 Page 4 

Art Unit: 2811 

Claim Rejections - 35 USC § 103 
Statute 35 U.S.C. § 103(a) is the basis for obviousness rejections made herein: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 49 and 50 are rejected under 35 U.S.C. 103(a) as being obvious over 
Soules as applied to claim 46, in view of Roberts (US 6,335,548). 

RE claims 49 & 50, Soules differs from the claimed invention only in not 
disclosing a plurality of light-emitting diodes. 

Roberts is analogously directed to a light emitting apparatus comprising a 
semiconductor light emitting element and discloses (e.g., Fig 19) said element 
comprises a plurality of light-emitting diode (LED) elements (1909-1911, col 29 In 65) 
which have different emission wavelength (col 30 In 11-14) which are disposed in a 
predetermined arrangement; allowing "light of any color desired" (col 30 In 18-20). 

It would have been obvious to a person having ordinary skill in the art at the time 
the invention was made to modify Roberts such that the semiconductor light-emitting 
element comprises a plurality of light-emitting diode (LED) elements which have 
different emission wavelengths and are disposed in a predetermined arrangement; at 
least to allow light of any color desired. 

Claims 56-58 are rejected under 35 U.S.C. 103(a) as being obvious over Soules 
as applied to claim 55, in view of Chen (US 6,531 ,328). 

RE claim 56, Soules discloses a mounting (inherent in functional device). 
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Soules differs from the claimed invention only in not explicitly showing the 
mounting details. 

Chen is analogously directed to a light emitting apparatus (e.g., Fig 18) 
comprising a semiconductor light emitting element (3, col 5 In 24 & 30), mounted on a 
wiring pattern (17, 18) formed on a surface of a submount (8) formed on a concave 
portion of an electrode. 

It would have been obvious to a person having ordinary skill in the art at the time 
the invention was made that said mounting comprise a submount formed on a concave 
portion of said electrode, a wiring pattern being formed on a surface of said submount 
and said light-emitting element being mounted on said wiring pattern; at least to use a 
known suitable mounting arrangement. 

RE claim 57, Soules in view of Chen discloses said electrode comprises a 
plurality of leads, and said submount is formed on said plurality of leads. 

RE claim 58, Soules discloses (Fig 3) a gap is formed between a surface of said 
phosphor layer portion (34) and said light-emitting element (32), said sealant (38) filling 
said gap. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Andrew O. Arena whose telephone number is (571)272- 
5976. The examiner can normally be reached on M-F 8:30-5. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Lynne A. Gurley can be reached on 571-272-1670. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Andrew O. Arena/ 
Examiner, Art Unit 2811 
5 January 2009 



/Lynne A. Gurley/ 

Supervisory Patent Examiner, Art 

Unit 2811 



